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Notes/Comments : 



Page 5 of the Amendment filed January 3, 2002, in response to the Office Action (paper 8) 
mailed October 3, 2001, follows. 
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DOCUMENT IN ERROR, AND THAT ANY REVIEW, INSEMINATION, DISTRIBUTION OR COPYING OF THIS MESSAGE IS STRICTLY PROHIBITED IF YOU 
HAVE RECEIVED THIS COMMUNICATION IN ERROR. PLEASE NOTIFY US IMMEDIATELY Br TELEPHONE AND RETURN THE ORIGINAL MESSAGE TO US 
BY MAIL. THANK YOU. v u * 
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PROBLEMS, PLEASE CALL FAX DEPARTMENT AT (608) 257-3501, Ext 7209 AS SOON AS POSSIBLE. 



Received from < 608 283 2275 > at 4/24/02 4:43:33 PM [Eastern Daylight Time] 



*D4/24/2002 15:43 FAX 608 283 2^15 MICHAEL BEST 0002/002 



The aforementioned amendments were made for reasons unrelated to patentability to 
better clarify the claimed invention. Applicants respectfully request that the rejections under 
35 U.S.C. 112, second paragraph be withdrawn. 

Rejections under 35 U.S.C 102<10 

Claims 12, 14, and 15 stand rejected as being anticipated by Gurdon (J. Cell Sci., 
1986). The Examiner noted that the patentability of a product-by process claim is determined 
by the novelty and nonobviousness of the product. Claims 12, 14, and 15 arc drawn to 
embryos made by the method of claim 1 (claim 12) or 13 (claim 14). Applicants note that 
claim 15 is a composition claim drawn to a nuclear transfer embryo comprising certain 
characteristics, and is not limited to an embryo made by the method of claim 1 or 13. 

Barnes et al is characterized as teaching the isolation and in vitro culturing of bovine 
embryos. Applicants respectfully submit that the Barnes et al publication does not 
anticipate the embryo of claim 12, 14, or 15, because it fails to teach all of the claim 
limitations. Claim 12 is drawn to an embryo made by the method of claim 1. Barnes et al 
does not teach an embryo comprising an oocyte of one species and a nucleus of a second 
species, as would an embryo made by the method of claim L Barnes et al does not 
anticipate claim 14, which is drawn to an embryo made by the method of claim 13; an 
embryo made according to the method of claim 13 would comprise a non-bovine nucleus and 
the cytoplasm of the enucleated bovine recipient cell. Neither does Barnes et al anticipate 
claim 15, which requires that the embryo comprise cytoplasm and cell membrane from one 
species and that the differentiated cytoplasm, differentiated cell membrane, and nucleus are 
derived from a differentiated cell of another species. In view of the foregoing, Applicants 
respectfully request that the rejection be withdrawn. 

Gurdon is said to teach hybrid nuclear transplant embryos. Gurdon teaches nuclear 
transfer of one species to an enucleated oocyte of a second species. In each case, the 
recipient oocyte was from an amphibian , specifically, from the frog genus Rana, Xenopus, or 
Pleurodeles. An embryo according to claim 14, which is described in the preceding 
paragraph, is not anticipated by Gurdon, which fails to teach an embryo made by the method 
of claim 13, which would comprise bovine cytoplasm and a non-bovine nucleus. Claim 1, 
from which claim 12 depends, has been amended to clarify that the recipient oocyte is a 
mammalian oocyte. Gurdon does not explicitly teach all of the claim limitations of claim 15; 
therefore, the Examiner appears to be asserting that the embryos disclosed by Gurdon 
inherently possess the limitations of claim 15. Claim 15 has been amended to clarify that the 
embryo comprises cytoplasm and cell membrane from a first species, wherein the first 
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